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Update in 2020 Design Act
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Statistics
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Statistics

Top 10 Filers (Foreign Companies)
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Structure
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Benefit in Practices
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Article 10:
The Disclosed Design
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Transition
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Term of Related Design
Remainder of Principal Design’s Term

. ... Publicationof 10 years after 25 years after
Filing Registration _ _ N :
Design Bulletin filing filing
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design design
design
Fundamental design Duration of right of a fundamental design
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Requirements

Same applicant.
Similar to a principal design
Immediately filed before.

File in 10 years since o
principal design files.




Requirements

Principal design™ remains
effective. (*either registered
or applied)

No exclusive license
granted based on
principal design.




Hague Practices

When Use DM1-You may submit a request
about related designs. Otherwise, you can
divide the designs into three independent
applications in a response to an office action
Issued In a national phase.

Design 1 Design 2 Design 3

( Related Design ) ( Principal Design ) ( Related Design )




Hague Practices -Sample DM1

16. Main or Principal Design (if applicable) NO.16. is related to the related design system
(omitted)

Japan and / or the Republic of Korea: principal and related designs
If designating Japan and / or the Republic of Korea, designs may be registered as related to a principal design.

(a) Contracting Party(ies) concerned: Japan Republic of Korea Select Japan

(b) The applicant requests that the following designs contained in the present application be registered as related designs:

all designs, or
Indicate which of the designs in the application are

the following designs (e.g. design 1, design 2): "Related Designs."

(¢) Information cancerning the principal design to which the designs indicated under item (b)are related (Note: The princip:
design must be subject of an application or a registration with the Office of the Contracting Party concerned):

(i) The principal design is the subject of:

the present international application Select "the present international application."



Hague Practices -Sample DM1

(i) The principal design is the subject of:

the present international application Select "the present international application."

a prior international application designating Japan and / or the Republic of Korea

a prior international registration designating Japan and / or the Republic of Korea m

Only a design in an application filed directly
with the JPO or a registration at the JPO, or
an application / registration under the
Hague System designating Japan can be
designated as the principal design.

For example, an application filed with a
country other than Japan as the basis for a
priority claim cannot be designated as the

a prior national application filed with the Office of Japan and / or the Republic of Korea

a prior national registration at the Office of Japan and / or the Republic of Korea

(i) If the above national or international application or registration contains several designs, incioal desian
indicate the number of the design to be considered as the principal design: <k pAncipa an.

Fillin the "principal design" of the related design indicated in (b).



Hague Practices

Recommend
Pre-Filing Consultation
with Japanese counsel!

!




Discussions




Article 10 (2)

If there is an Own Design lacking a novelty
before filing a related design, the Own
Design is not considered as a prior art which
bars an applicant from reqgistering a related
design, provided that the Own Design is

identical or similar to a principal design.




Own Design-Guideline 3.7.1.

The term “applicant’s own design” means those
designs for which the applicant for

design registration for a related design holds the
design rights or holds the right to

obtain a design registration.

It does not include designs for which others hold the
design rights or hold the right to obtain a design
registration.




The Examiner for Design B treafs
that the disclosed Design A is

° ° not a prior art as Design A is
DlSCUSSlOnS'1 Own Design of Filer X.
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: Created & :
Fled by X Disclosed by X Fled by X

The Examiner for Design B

treats that the disclosed
Design C is not a prior art as

DiSCUSSions-z Design C is Own Design of Filer
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The Examiner for Design B treafs

that the Design A disclosed by
the authorized distributor Y is

DiSCUSSionS'3 not a prior art as Design A is

Own Design of Filer X.

( Principal Design )
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The Examiner for Design B likely

treats that the Design A
disclosed by Y is not a prior art

DiSCUSSiOnS-4 as Design A is Own Design of

Filer X.

( Principal Design )
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The Examiner for Design C
treats that the Design D
disclosed by Y is a prior art as

DiSC USSiOnS-s Design D is not Own Design of

Filer X.

R ( Principal Design )
- ‘\\.,
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The Examiner for Design C
treats likely that the Design B
disclosed by Y itself is not a prior

I i t as Design B is Own Design of
Discussions-6  [Sdavdit i

( Principal Design )

( Related Design )
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Design B
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Design C
X-Y jointly created

. the Design B. Y
Fled by X &Y breached NDA Filed by X & Y
@ and disclosed

Design B by itself.




Use Related Design?
Better than Never, or,
The Best than Never.




Thanks.
Any Questions?
Contact:

Tomohiro (Tom) Nakamura
Email; nakamura@ipworld.jp

Marunouchi Estate Bldg. 10F,
2-17-12, Marunouchi, Naka,
Nagoya, Aichi 460-0002

Mob”e +81 90 4216 8675 KONISHI
www.ipworld.|p NAKAMURA

Resources referenced: “Your Key to Success: for Obtaining a Design Right in Japan”
https://www.jpo.go.jp/resources/report/sonota-info/document/panhu/design_right_injapan.pdf


mailto:nakamura@ipworld.jp
http://www.ipworld.jp/
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